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DETAILED ACTION 
Claim Objections 

1 . Claims 32-34 are objected to because of tine following informalities: Claims 32- 
34 depend on claim 1 , which is canceled in the current application. The examiner will 
consider the dependency of claims 32-34 to be on independent claim 18. Appropriate 
correction is required. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

3. Claims 18, 22-23, 27-28, and 31-34 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Jennings et al. (US 6,430,174). 

Regarding claims 18, 23 and 28, Jennings teaches a method for automatically 
discovering a shared multimedia service capability of two user equipments when 
initiating a voice call between two parties, one of the user's equipment, which belongs to 
a calling party being capable of running simultaneously both a circuit switched voice call 
in a CS network, and a packet switched IP session supported by a PS network, and at 
least one second user equipment, belonging to a called party, which multimedia 
capability may be unknown to the calling party and for discovering matching multimedia 
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capability of tine two user equipments wlien initiating a voice call over the circuit 
switched network to the other user equipment (Abstract; Fig. 1 , 2a, 2b; col. 3, lines 3- 
29), the method comprising the steps of: 

receiving from means in the CS network simultaneously a capability request for 
the two user equipments to the PS network supporting the SMM service (col. 5, lines 
25-35); 

analyzing the capability request by means in the PS network; and responding 
simultaneously to the user equipments information regarding matching multimedia 
capability, if at least one matching service is found (col. 6, lines 27-32). 

Regarding claims 22, 27, and 31, Jennings teaches wherein the generation of 
capability requests by the means in the CS network is based on IN technology or Parlay 
technology (fig. 1, element 100 - IN network which has decision making capabilities). 

Regarding claims 32-34, Jennings teaches a computer program product 
comprising computer executable software stored on a computer readable medium, the 
software being adapted to run on a computer or other processing means (col. 10, line 
64 -col. 11, line 10). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



Application/Control Number: 10/596,892 Page 4 

Art Unit: 2614 

5. Claims 19-21, 24-26, and 29-30 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Jennings at al. (US 6,430,1 74) in view of Sylvain (US 
2004/0120498). 

Regarding claims 19 and 24, Jennings teaches discovering shared multimedia 
capabilities. 

Jennings does not disclose the step of registering the supported SMM 
Capabilities of the user equipment SMM Capabilities in a SIP registration procedure 
towards an IMS element of the user equipment's home PS network at user equipment 
power on. 

Sylvain teaches the step of registering the supported SMM Capabilities of the 
user equipment SMM Capabilities in a SIP registration procedure towards an IMS 
element of the user equipment's home PS network at user equipment power on (Para 
0049). 

Therefore, it would have been obvious to a person or ordinary skill in the art at 
the time of the invention was made to modify Jennings with teaching of Sylvain, to 
register the multimedia capabilities in order to save time in the future by easily retrieving 
capabilities faster. 

Regarding claims 20, 25, and 29, Jennings teaches discovering shared 
multimedia capabilities. 

Jennings does not disclose that the receiving, analyzing and responding steps 
are performed by a SIP Application Server for Shared Multimedia Services. 
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Sylvain discloses tliat tine receiving, analyzing and responding steps are 
performed by a SIP Application Server for Shared Multimedia Services (Fig. 1 , element 
26; Para 0023). 

Therefore, it would have been obvious to a person or ordinary skill in the art at 
the time of the invention was made to modify Jennings with teaching of Sylvain, to use 
SIP to provide signaling and session management for voice and multimedia connections 
over packet-based networks. 

Regarding claims 21, 26 and 30, Jennings teaches discovering shared 
multimedia capabilities. 

Jennings does not disclose that a response is sent to both user equipments as a 
SIP message. 

Sylvain discloses that a response is sent to both user equipments as a SIP 
message (Para 0023). 

Therefore, it would have been obvious to a person or ordinary skill in the art at 
the time of the invention was made to modify Jennings with teaching of Sylvain, to use 
SIP to provide signaling and session management for voice and multimedia connections 
over packet-based networks. 

Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Tuohimetsa et al. - (US 7,031,706) IP Multimedia Availability Detection 
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Kuusinen et al. - (US Pub 2005/0083909) - Establishing a CS Communications 
via PS Networl^ 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to NAFIZ E. HOQUE whose telephone number is 
(571 )270-181 1 . The examiner can normally be reached on M-F Alternate Fridays Off 
7:30 - 5:00 PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ahmad Matar can be reached on 571-272-7488. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Naflz E Hoque/ 

Patent Examiner, Art Unit 2614 

/Ahmad F MATAR/ 

Supervisory Patent Examiner, Art Unit 2614 



